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DETAILED ACTION 

Election/Restrictions 

Applicant's election with traverse of system claims (1-13) and method claims (28- 
37) in the reply filed on November 30, 2005 is acknowledged. The traversal is on the 
ground(s) that the different embodiments do not put a serious burden upon the 
Examiner. This is not found persuasive because the embodiments in Figures 6-7 differ 
enough from the embodiments of Figures 8-9 to make the search burdensome. 
However, the Examiner agrees with the Applicant in that the elected claims are broad 
enough to read on Figures 8-9 (Species C-D) and would not present a serious burden to 
search and examine the claims in light of Species C and D. Therefore, the claims will 
be searched and examined in light of the elected species C and D. Claims 14-27 have 
been cancelled as being drawn to non-elected species A and B. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Objections 

Claim 13 is objected to because of the following informalities: Claim 13 is written 
as being dependent upon claim 13. The Examiner will assume claim 13 is dependent 
upon claim 12 for the first action. Appropriate correction is required. 

Ciaim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale In this country, more than one year prior to the date of application for patent In the United 
states. 
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Claims 1-2,5-12, and 28-37 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Greengrass et al. (5,976,1 10). See Figures 1-5 and the respective 
portions of the specification. Greengrass et al. disclose a catheter system comprising 
an insulated needle (12) having a proximal end configured for fluid connection and a 
distal end configured for Insertion through tissue into a vicinity of a nerve or nerve 
plexus, an electrically conductive wire (14) coupled for supplying an electrical current to 
the insulated needle, a catheter introducer (16) having a distal end and a proximal end, 
wherein the distal end Is made integral with the proximal end (H) or hub of the Insulated 
needle and the proximal end of the catheter Is a thread assist guide to facilitate 
threading of the catheter, and a catheter (20) configured for insertion within and through 
the catheter introducer and the Insulated needle, wherein the catheter is adapted to 
administer fluids within the vicinity of the nerve or nerve plexus. It is the position of the 
Examiner that integral means "formed as a unit with another part" as it is defined in 
Merriam-Webster's Online Dictionary, and therefore the hub and the connector can be 
seen as being integral or fonned as a unit when they are attached to each other. The 
catheter threading assist guide Includes a cap portion (16b) in rotational securement 
with the distal end of the catheter introducer, an elastic tube (the inside of the 16B) 
arranged about the rotational axis of the catheter threading assist guide and fixedly 
attached to the cap portion and the distal end of the introducer, wherein rotation of the 
cap portion relative to the distal end of the Introducer modifies an internal diameter of 
the tube to seal the orifice of the against leakage when the catheter is or is not inserted 
in the introducer (column 5, lines 5-10, 45-46 and column 6, lines 20-27). The system 
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also includes a side port (A) that is cx>upled. through flexible tubing (18), to a fluid 
source and configured for fluid connection to the proximal end of the insulated needle, 
the side port extending in an orthogonal direction. 

Greengrass et al. also disclose a method for administering local anesthetic or 
other fluids to a nerve or plexus of nerves, the method comprising providing a catheter 
system with an insulated needle, a catheter introducer made integral with the proximal 
end of the needle, a cap portion in rotational alignment with the distal end of the 
catheter, an elastic tube, and preloading a catheter within the introducer (See column 5, 
lines 61-65), rotating the cap portion to seal around the catheter, inserting the distal end 
of the insulated needle through the tissue and detecting when the distal end of the 
needle is in the vicinity of the nerve by supplying an electrical current to the insulated 
needle via the wire, withdrawing fluid from the vicinity of the nerve plexus through a side 
port (A) and administering local anesthetic or other fluids through the side port via a 
flexible tubing (18), the method being capable of being performed by one hand. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Greengrass et ai. (5,976,1 10) in view of Roth et al. (5,405,334). Greengrass et al. 

disclose all of the limitations as recited in claim 1 , but do not teach to attach the hub to 

distal end of the catheter by use of an adhesive and do not teach to mold the hub and 

the distal end of the introducer to form a single component of the catheter system. Roth 

et al. disclose a catheter apparatus v\^lth means for delivering anesthetic agent to a 

subcutaneous area. Roth et al. teach to use adhesive to keep parts of the catheter 

system together (column 13, lines 33-37) and to mold the hub (40) and the introducer 

(26) together to form one unitary component (Figure 2). Therefore, it would have been 

obvious to one of ordinary skill in the art at the time the invention was made to use the 

adhesive to hold the components together or to mold the components together, as 

disclosed by Roth et al, to make the device disclosed by Greengrass et al so that the 

device would be more durable and sturdy. 

Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Greengrass et al in view of Mastrorio et al. (6,363,273). Greengrass et al. disclose a 

catheter system that includes all of the limitations as recited in claim 12, but does not 

teach to make the side port at an acute angle. Mastrorio et al. disclose an introducer 

element with a side port (14) extending at an acute angle to the longitudinal axis of the 

introducer. Therefore, it would have been obvious to one of ordinary skill in the art at 
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the time of tlie invention to make the side port, as disclosed by Greengrass et a!., at an 
acute angle, as disclosed by Mastrorio et al., to make an introducer that will better avoid 
kinking of the flexible catheter attached to the side port. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

US 6,298,256 to Meyer 
US 5,024,655 to Freeman et al. 
US 3.682,162 to Colyer 
US 6,925,333 to Krebs 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Theodore J. Stigell whose telephone number is 571- 

272- 8759. The examiner can nonnally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nicholas Lucchesi can be reached on 571-272-4977. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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